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DETAILED ACTION 

1 . This action is responsive to application communication filed on 10/23/2003. 

2. Claims 1-41 are pending in the case. Claims 1,15. 22, 36, 40 and 41 are 
Independent claims. 

Information Disclosui^ Statement 

3. The Infonnation disclosure statement (IDS) submitted on 10/23/2003 Is In 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner is 
considering the Information disclosure statement. 

Drawings 

4. Figure 4 should be designated by a legend such as -Prior Art- because only 
that which Is old Is Illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" In the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and Informed of any required corrective action In the next Office 
action. The objection to the drawings will not be held in abeyance. 
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Claim Objections 

5. Claims 1-14 and 36-39 are objected to because of the following 
informalities: 

Claim 1 : 

Claim 1 has a period (i.e. application.) in the middle of the sentence in line 1 1 . 
Examiner suggest to applicant to replace period with a semi-colon (i.e., ";") to overcome 
objection. 

Claim 1 recites "actually be actually" in line 14, which appears to be a 
grammatical error. 

Claims 2-14: 

Dependent claims 2-14 are objected for fully incorporating the deficiency of base 
claim 1 . 

Claim 36: 

Claim 36 is a duplicate claim of method claim 15. Examiner suggests to applicant 
to change method claim 36 to a manufacture claim, according to the dependents of 
claim 36. 
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Claims 37-39: 

Dependent claims 37-39 are objected for fully incorporating the deficiency of 
base claim 36. 

Appropriate corrections are required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-14, 22-35, 37-39 and 41 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 1 and 22: 

Claims 1 and 22 recites the phrase "the information". There is insufficient 
antecedent basis for this limitation in the claims because it is unclear whether "the 
information" is referring to previously recited "the contact information" in the 
preamble of the respective claims. 

Claims 14 and 35: 

Claims 14 and 35 recite the phrase "the same entity". There is insufficient 
antecedent basis for this limitation in the claims because the phrase has not been 
previously recited In their respective base claims. 
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Claims 37-39: 

Claims 37, 38 and 39 recite the phrase "a computer program product". There 
is insufficient antecedent basis for this limitation in the claims because the phrase has 
not been previously recited in their respective base claims. 

Claims 2-14 and 23-35: 

Dependent claims 2-14 and 23-35 are rejected for fully incorporating the 
deficiencies of their respective base claims. 

Claim 41: 

As per claim 41, the phrase "such a manner as" in line 13 renders the claim 
indefinite because it is unclear whether the limitations following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 

Claim Rejections • 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 22-35 and 40 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The language of the claims 
raises a question as to whether the claims are directed merely to abstract ideas 
that are not tied to a technological art, environment, or machine which would 
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result in a practical application producing a concrete, useful, and tangible result 
to form the basis of statutory subject matter under 35 U.S.C. 101. Claims 
considered to be Non-functional Descriptive Material are not statutory even if in 
combination with a physical medium, see MPEP § 2106 

Claim 22: 

Claim 22, recites a "computer program product " comprising a "computer- 
readable media". The Specification of the instant application states that a "computer- 
readable media" includes a computer-readable medium scope of any connection such 
as a wireless communication connection (see p. 10 par. 29). Thus, Claim 22 fails to 
recite a process, a machine, a manufacture or a composition of matter. 

Accordingly, the claim fails to recite statutory subject matter as defined in 35 
U.S.C. §101. 

Claim 40: 

Claim 40, recites a "computer-readable media". The Specification of the instant 
application states that a "computer-readable media" includes a computer-readable 
medium scope of any connection such as a wireless communication connection (see p. 
10 par. 29). Thus, Claim 22 fails to recite a process, a machine, a manufacture or a 
composition of matter. 

Accordingly, the claim fails to recite statutory subject matter as defined in 35 
U.S.C. §101. 
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Claims 23-35: 

Dependent claims 23-35 are rejected for fully incorporating the deficiency of base 
claim 22. 

Claim Rejections - 35 USC § 102 

10. Tine following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed In the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed In the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined In section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the International application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

11. Claims 1-41 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Brown, U.S. Published Application No. 2002/0156895 A1. 

Claim 1: 

Brown teaches a user initiating an application to request for desired contact 
Information (see par. 27, par. 32). (claim 1; i.e., detecting a request from an 
application for desired contact information;) 

Brown teaches in response to the request, selecting an appropriate contact 
persona from one or more possible contact personas, wherein each contact persona 
comprises contact information (see par. 35). (claim 1; i.e., In response to the request, 
selecting an appropriate contact persona from one or more possible contact 
personas that are available to the computing system, each contact persona 
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comprising available contact information;) Examiner interprets the specific groups 
such as personal Infomnatlon and business information to be examples of the contact 
personas as taught by Brown (see par. 35). 

Brown teaches a user identifying some of the available contact Infomiation 
intended to be provided to the application in response to the request and determining an 
appropriate format to present the Identified contact infomiation (see par. 35). 
(claim 1 ; i.e., identifying at least some of tlie available contact information that is 
intended to be provided to the application in response to the request and 
determining an appropriate format In which the identified contact information will 
be presented to the application, presenting to the user the Information that is 
intended to be provided to the application and allowing the user to determine 
whether that Information will actually be actually provided to the application and 
whether other information will be provided to the appllcatiori; and providing the 
Identified contact Information in the appropriate format to the application as 
designated by the user.) Examiner interprets the user to be able to control, which 
contact information (i.e., business or personal) is accessible by the application and for 
the contact information to be presented in an appropriate format (i.e., business or 
personal layout) as designated by the user (see par. 35). 
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Claim 2: 

Brown teaches eacli of the available contact personas conrespond to a single 
user of the computing system (see abstract), (claim 2; i.e., wherein each of the 
available contact personas correspond to a single user of the computing system.) 

Claim 3: 

Brown teaches selecting the appropriate contact persona occurs in response to 
user selection of one of the possible contact personas (see par. 35). (claim 3; i.e., 
wherein selecting the appropriate contact persona occurs in response to user 
selection of one of the possible contact personas.) 

Claim 4: 

Brown teaches presenting a listing of possible contact personas to the user for 
selection (see par. 35). (claim 4; i.e., wherein a listing of the possible contact 
personas are presented to the user for selection.) 

Claim 5: 

Brown teaches identifying available contact infonnation to be prieserited to the 
application via user selection of the available contact information (par. 35). 
(claim 5; i.e., wherein identifying at least some of the available contact 
information to be presented to the application occurs through user selection of 
the available contact information.) 
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Claim 6: 

Brown teaches identifying available contact Information to be presented to the 
application to occur automatically in response to default selections ("settings") (see par. 
35). (claim 6; i.e., wherein identifying at least some of the available contact 
information to be presented to the application occurs automatically in response 
to default settings corresponding to the appropriate contact persona.) 

Claim 7: 

Brown teaches identifying contact information to be presented to the application 
based on determining whether the contact information will be used for business or 
personal use (see par. 35). (claim 7; i.e., wherein identifying at least some of the 
available contact information to be presented to the application in response to 
the request includes determining what the contact information will be used for.) 

Claim 8: 

Brown teaches determining whether the application has authorization to access 
the requested contact infomiation (see par. 34, par. 39). (claim 8; I.e., determining 
whether the application has authorization to access the requested contact 
information.) 
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Claim 9: 

Brown teaches upon determining the application authorization to access, the 
contact persona and corresponding contact Information Is automatically provided in the 
appropriate format (see par. 39-42). (claim 9; i.e., wlierein upon determining the 
application has authorization to access the requested contact information, the 
appropriate contact persona is automatically selected the identified contact 
information is automatically identified and provided to the application in the 
appropriate format.) 

Claim 10: 

Brown teaches determining that the application has authorization based upon an 
access control list (see par. 36). (claim 10; i.e., wherein it is determined that the 
application has authorization based upon one or more authorizations provided in 
an access control list of the computing system.) 

Claim 11: 

Brown teaches the application requesting information to be capable of being 
hosted on a remote system communicating via Internet with the computing system (see 
par. 8, par. 25, par. 29, Figures 1-2). (claim 11; i.e., wherein the application 
requesting information is hosted on a remote system that is in communication 
with the computing system through the Internet.) 
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Claim 12: 

Brown teaches the application requesting the contact infonmation to be capable 
of being hosted by the computing system (see par. 8, par. 25, par. 29, Figures 1-2). 
(claim 12; i.e., wherein the application requesting the contact information is 
hosted by the computing system.) 

Claim 13: 

Brown teaches contact information including a name and an address (see par. 
20). (claim 13; I.e., wherein the requested contact Information includes at least 
one of a name and an address.) 

Claim 14: 

Brown teaches a first contact persona differing from a second contact persona 
and for both contact personas to correspond to same person ("entity") (see par. 35). 
(claim 14; I.e., wherein the available contact information corresponding to a first 
contact persona differs from the available contact information corresponding to a 
second contact persona, and even though the first and second contact personas 
both correspond to the same entity.) 

Claim 15: 

Brown teaches providing an interface object for allowing a user to select a 
contact persona from a plurality of possible contact personas as recited in claim 15 (see 
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par. 35). (claim 15; i.e., providing an interface object for allowing a user to select a 
contact persona from a plurality of possible contact personas, each contact 
persona corresponding to a person and respective contact information about the 
person, wherein the respective contact information corresponding to a first 
contact persona differs from the available contact information corresponding to a 
second contact persona, even though the first and second contact personas are 
both associated with the same person;) 

Brown teaches in response to a user selection of a contact persona, displaying 
the respective contact information corresponding to the selected contact persona (see 
par. 41-42). (claim 15; i.e., in response to a user selection of a particular contact 
persona, displaying the respective contact information corresponding to the 
selected contact persona;) 

Brown teaches updating ("modify") the respective contact infomnation as recited 
in claim 15 (see abstract, par. 32, par. 35, par. 41, par. 46). (claim 15; i.e., and 
enabling the user to modify the respective contact information corresponding to 
the selected contact persona;) 

Brown teaches a user initiating an application to seek contact Infomiation from 
the computing system, and providing the respective contact infomiation corresponding 
to the selected contact persona (see par. 27, par. 32, par. 35). (claim 15; i.e., and 
upon an application seeking contact information from the computing system, 
providing the respective contact information corresponding to the selected 
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Claim 16: 

Brown teaches the interface object is displayed in response to a request by the 
application for contact information (see par. 41). (claim 16; i.e., wherein the interface 
object is displayed in response to a request by the application for contact 
information.) 

Claim 17: 

Brown teaches an approved list associated with the stored contact information 
(see par. 36, par. 38). (claim 17; i.e., wherein the respective contact information is 
displayed with one or more privacy policies of the application that specify at least 
one of how and when the contact information will be used by the application.) 

Examiner interprets the approved list to include contact information of when the contact 
information will be used by the application (i.e., when a user on the approved list 
attempts to access the contact information with the application). The approved list is 
interpreted to be a form of a privacy policy because the approved list communicates 
when an application used by a user cannot access the stored contact information. 
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Claims 18-20: 

Claims 18, 19, and 20 are method claims and are substantially encompassed In 
method claims 11,12 and 13 respectively; therefore the method claims are rejected 
under the same rationale as method claims 11,12 and 1 3 above. 

Claim 21: 

Brown teaches contact personas are associated with a logged on user of the 
computing system (see par. 34, par. 39, par. 45). (claim 21; i.e., wherein the contact 
personas are associated with a logged on user of the computing system.) 

Claims 22-35: 

Claims 22-35 include a program embodied on a computer readable medium to 
implement the steps that are substantially encompassed in method claims 1-14 
respectively; therefore the claims are rejected under the same rationale as method 
claims 1-14 above. 

Claims 36-39: 

Claims 36, 37, 38 and 39 are substantially encompassed in method claims 15, 
16, 17 and 18 respectively; therefore claims 36, 37, 38 and 39 are rejected under the 
same rationale as method claims 15, 16, 17 and 18 above. 
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Claim 40: 

Claim 40 iricludes a program embodied on a computer readable medium to 
implement the steps that are substantially encompassed in method claim 1 ; therefore 
the claim is rejected under the same rationale as method claim 1 above. 

Claim 41: 

Claim 41 is a method claim and is substantially encompassed in method claims 1 
and 14; therefore the method claim is rejected under the same rationale as method 
claims 1 and 14 above. 

Conclusion 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Henry Orr whose telephone number is (571 ) 270 1308. 
The examiner can normally be reached on Monday thru Friday 8 to 4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached on (571) 272-4137. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. " Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http.V/pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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